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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1 -3 and 11-13 are rejected under 35 U.S.C. 1 02(b) as being anticipated 
by U.S. Patent 4,837,635 (Santos). 

Santos discloses an operating procedure of a scanning system which gets image 
automatically, said operating procedure comprising: scanning an original to get an 
image, wherein said image displays all content of said original (column 2, lines 27-30); 
displaying said image (column 2, lines 59-62); receiving a portion of said image which is 
selected by the user (column 2, lines 62-64); and outputting said portion of said image 
which is selected by the user (column 2, lines 64-66). The operating procedure further 
comprises: receiving a scanning parameter (column 2, lines 30-36); scanning said 
original based on said scanning parameter to get said image (column 2, lines 45-58), 
wherein said scanning parameter comprises a resolution for scanning said original 
(column 2, line 33); scanning an original to get an image (column 2, lines 27-30); 
proceeding an image processing procedure to treat said image before displaying said 

image (column 2, lines 30-36 (scan parameters (1)-(5) inherently involve image 

i 

processing to some extent)), wherein said image processing procedure can be 
modified, replaced, and upgraded by the user (column 2, lines 36-40 (some scan 
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parameters user-determined)); modifying said portion of said image which is selected by 
the user (reduction or enlargement (column 2, lines 66-67; column 4, lines 22-34)); and 
outputting said image after modification (column 4, lines 22-23). 
3. Claims 14 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Patent 5,136,399 (Aoyama). 

Regarding claim 14, Aoyama discloses a method for using a scanning system 
with one-scan-and-done feature and free of identifying original's attribute, said method 
comprising: using a scanning system to scan an original to get an image (column 6, 
lines 20-29); receiving said image which display all content of said original (column 7, 
lines 29-32); selecting a portion of said image (column 7, lines 32-66); modifying said 
portion of said image (column 8, lines 1-7); and outputting said portion of said image 
(column 5, lines 48-49 (to-be-made copy indicates presence of a printer)). 

Regarding claim 19, Aoyama discloses a scanning system with one-scan-and- 
done feature and free of identifying original's attribute, said scanning system 
comprising: a scanning module for scanning an original to get an image which display 
all content of said original (NT 12 (Fig. 2)); a processing module for processing said 
image which pass through by scanning module (IPS 13); a storing module for storing 
said image (document memory 16); a display module for displaying said image (display 
unit 22); a receiving module for receiving a portion of said image which is selected by 
the user, and also receiving an image-modification command which is sent by the user 
and used to modify said image wherein said image-modification command will be sent 
to processing module to modify said image, and using said storing module to store said 
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image after modification (display controller 21); and an outputting module for outputting 
said image which is stored in said storing module (to-be-made copy, as mentioned 
above, indicates presence of a printer). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 4-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Santos as applied to claim 1 above, and further in view of U.S. Patent 6,256,1 17 (Hsu et 
al.). 

Regarding claim 4, Santos does not provide both a reflective scanning mode and 
a transparent scanning mode for scanning said original. Hsu et al. disclose a 
transmissive/reflective scanning device (Abstract) that pre-scans an original in the 
transmissive scanning mode, and then scans the original in either the same mode or the 
reflective scanning mode, according to the results of the pre-scan (column 3, lines 4- 
65). Hsu et al. state that present scanners are typically required to provide more and 
more functions, and that today's scanners use both transmissive and reflective modes 
for scanning originals (column 1, lines 12-15). In view of Hsu et al., it would have been 
obvious for one of ordinary skill in the art to provide the scanning system of Santos with 
both transmissive and reflective modes, so that more types of originals may be scanned 
to provide an output image, thereby increasing the system's flexibility. 
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Regarding claims 5 and 6, the operating procedure disclosed in Hsu et al. further 
comprises: scanning said original with a reflective scanning mode to get a reflective 
image (column 4, lines 6-7); analyzing said reflective image (column 4, lines 8-16); 
scanning said original with a transparent scanning mode to get a transparent image 
while said reflective image only displays a portion of said original (column 4, lines 14-16 
(average gray scale less than critical value, indicating missing portions in the scanning 
in reflective mode), lines 20-23; while display of scanned image not explicitly disclosed 
in Hsu et al., the display of a scanned image is notoriously well known (note Fig. 6 of 
Santos)); and displaying said reflective image directly while said reflective image 
displaying all content of said original (column 4, lines 17-20). 

Regarding claims 7-9, the operating procedure disclosed in Hsu et al. further 
comprises: scanning said original with a transparent scanning mode to get a transparent 
image (column 3, lines 15-28); analyzing said transparent image (column 3, lines 29- 
44); scanning said original with a reflective scanning mode to get a reflective image 
while said transparent image only displays a portion of said original (column 3, lines 40- 
41 (average gray scale less than critical value, indicating missing portions in the 
scanning in transmissive mode), lines 59-65; while display of scanned image not 
explicitly disclosed in Hsu et al., the display of a scanned image is disclosed in Santos 
(Figs. 6 and 7)); and displaying said transparent image directly while said transparent 
image displaying all content of said original (Hsu et al., at column 3, lines 47-59). The 
separate display of transparent and reflective portions of an image, while not explicitly 
disclosed in Hsu et al., would have been an obvious modification of Hsu et al., because 
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one of ordinary skill in the art would have recognized the fact that where there are 
different sections of an image, each section must be individually examined to determine 
whether the section is transparent or reflective. 

6. Claims 17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Aoyama as applied to claim 14 above, and further in view of Hsu et al. 

Regarding claim 17, Aoyama does not provide both a reflective scanning mode 
and a transparent scanning mode for scanning said original. As mentioned above, Hsu 
et al. disclose a transmissive/reflective scanning device (Abstract) that pre-scans an 
original in the transmissive scanning mode, and then scans the original in either the 
same mode or the reflective scanning mode, according to the results of the pre-scan 
(column 3, lines 4-65). Hsu et al. state that present scanners are typically required to 
provide more and more functions, and that today's scanners use both transmissive and 
reflective modes for scanning originals (column 1, lines 12-15). In view of Hsu et al., it 
would have been obvious for one of ordinary skill in the art to provide the scanning 
system of Aoyama with both transmissive and reflective modes, so that more types of 
originals may be scanned to provide an output image, thereby increasing the system's 
flexibility. 

Regarding claim 18, Hsu et al. further discloses scanning to get said image which 
displays all content of said original with one of said scanning modes, wherein said 
scanning system won't perform scanning again with another scanning mode (column 3, 
lines 47-59; column 4, lines 17-20). 
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7. Claims 15, 16 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Aoyama as applied to claims 14 or 19 above, and further in view of Santos. 

Aoyama does not appear to disclose user input of a scanning parameter to make 
the said scanning system perform scanning based on said scanning parameter, wherein 
said scanning parameter includes an image process command that is used to execute 
an image process procedure after said original is scanned, and before said image is 
displayed. Santo discloses these limitations (column 2, lines 30-41 (scan parameters 
(1 )-(5) inherently involve image processing to some extent)). By providing a means for 
enabling a user to input scanning parameters for previewing a scanned image, the user 
is better able to control the appearance of the displayed image according to his or her 
preferences. Therefore, it would have been obvious for one of ordinary skill in the art to 
modify the teaching of Aoyama by providing user input of scanning parameters, such as 
disclosed in Santos. 

Allowable Subject Matter 

8. Claim 10 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

9. The following is a statement of reasons for the indication of allowable subject 
matter: No prior art has been found to disclose or suggest substitution of a portion not 
presented by said transparent image by said reflective image, and substitution of a 
portion not presented by said reflective image by said transparent image. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas D. Lee whose telephone number is (571 ) 272- 
7436. The examiner can normally be reached on Monday-Friday (7:30-5:00), alternate 
Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on (571) 272-7437. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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